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DETAILED ACTION 

Applicant's cancellation of claims 1, 2, 7-15, in the paper of 8/21/2008, is 
acknowledged. Claims 17-21 are at issue and are present for examination. Applicants' 
arguments filed on 8/21/2008, have been fully considered and are deemed to be 
persuasive to overcome some of the rejections previously applied. Rejections and/or 
objections not reiterated from previous office actions are hereby withdrawn. 

Upon further consideration, it has come to the attention of the examiner that the 
following rejections are appropriate and thus this action is non-final. Any inconvenience 
to applicants is regretted. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 17-20 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kaboev et al. (J. Bacteriology, Vol 145, No. 1, pp 21-26 1981). 

Kaboev et al. teach the purification and properties of DNA polymerase I from 
Bacillus stearothermophilus (See table I and supporting text). Kaboev et al. teach that 
the DNA polymerase I that they isolated has some differences from that isolated by 
others and this leads Kaboev et al. to hypothesize that their DNA polymerase I 
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preparation is not homogeneous and is contaminated with other DNA polymerase 
activities. Based upon this it is the position of the office that the Bacillus 
stearothermophilus extract taught by Koboev et al. contains the delta subunit of the 
DNA polymerase III holoenzyme as well as a clamp loader and DNA polymerase III 
complex comprising said subunit and the amino acid sequence of SEQ ID NO: 1 78 of 
the delta subunit of DNA polymerase III of Bacillus stearothermophilus is a feature that 
is inherent to the subunit. Thus this crude extract taught by Kaboev et al. anticipates 
claims 16-20 drawn to an isolated delta subunit comprising the amino acid sequence of 
SEQ ID NO: 178 and a DNA polymerase III holoenzyme and clamp loader complex 
comprising this subunit. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

Claims 17-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Janjic et al. (U.S. Patent No. 6,677,146 B1 issued 1/13/2004) and Kaboev et al. (J. 
Bacteriology, Vol 145, No. 1, pp 21-26 1981). 

Janjic et al. teach the gene encoding and amino acid sequences of DNA 
Polymerase III holoenzyme subunits from a number of thermophilic organisms. In 
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particular Janjic et al. teach the DNA polymerase III holoenzyme subunit and accessory 
proteins of T. thermophilus as well as antibodies, primers, probes and other reagents 
useful to identify DNA polymerase III molecules. Janjic et al. specifically teach the 
cloning and expression of the holA gene encoding the S-subunit of DNA polymerase III 
holoenzyme from E. coli, B. subtilis, A. aeolicus and T. thermophilus, as well as a 
consensus sequence between each of these delta subunits. 

As discussed above, Kaboev et al. teach the purification and properties of DNA 
polymerase I from Bacillus stearothermophilus. Kaboev et al. teach that the DNA 
polymerase I that they isolated has some differences from that isolated by others and 
lead Kaboev et al. to hypothesize that their DNA polymerase I preparation is not 
homogeneous and is contaminated with other DNA polymerase activities. 

One of skill in the art at the time of filing would have been motivated to isolate the 
delta subunit of the DNA polymerase III holoenzyme of Bacillus stearothermophilus 
using the polyclonal antibodies of Janjic et al. and the Bacillus stearothermophilus cell 
extract of Kobev et al. The motivation to isolate this subunit is to identify those DNA 
polymerase activities found in the preparation of Kobev et al. The expectation of 
success is high based upon the high degree of skill in the art with respect to protein 
purification and the results of both Janjic et al. who successfully isolate the delta subunit 
of DNA polymerase III from T. thermophilus and the results of Kaboev et al. who 
suggest that polymerase activities in addition to DNA polymerase I exist in their DNA 
polymerase preparations. 
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It is noted that the amino acid sequence of SEQ ID NO: 178 of the delta subunit 
of DNA polymerase III of Bacillus stearothermophilus is a feature that is inherent to the 
subunit. It would have been obvious to put the isolated beta subunit in some sort of 
container that would have also inherently had some residual dNTPs, thus meeting the 
limitation of claim 21 . Further the delta prime and tau subunits comprising the clamp 
loader would have inherently had the amino acid sequences of SEQ ID NO: 180 and 
1 82, respectively. Thus claims 1 7-21 are obvious over Janjic et al. (U.S. Patent No. 
6,677,146 B1 issued 1/13/2004) and Kaboev et al. (J. Bacteriology, Vol 145, No. 1, pp 
21-26 1981). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Richard G. Hutson whose telephone number is 571-272- 
0930. The examiner can normally be reached on M-F, 7:00-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nashaat T. Nashed can be reached on 571-272-0934. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Richard G Hutson/ 

Primary Examiner, Art Unit 1652 



